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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

1 . Claims 1 -1 4 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Takagi (JP 2003-1 28900) in view of Omura et al. (JP 55-1 31 047). 
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With regard to the limitations of claims 1 , 2, 4-6 and 8, Takagi discloses that 
automobile parts and electric appliance parts contain a lactic acid resin composition 
as a major component and shredder dust comes from automobile parts and electric 
appliance parts containing a lactic acid resin composition. The lactic acid resin 
composition comprises: (1) 30-100% of a lactic acid resin, (2) 0-50 wt.% of an aliphatic 
polyester having Tg of 0°C and/or an aromatic aliphatic polyester, (3) 0-50 wt.% of an 
inorganic filler, (4) 0-10 wt.% of a hydrolysis preventing agent and (5) 0-50 wt.% of a 
plasticizer (abstract). 

Takagi discloses that the lactic-acid system resin may mean poly-DL [the poly-L- 
lactic acid whose structural unit is L-lactic acid, the poly- D-lactic acid whose structural 
unit is D-lactic acid, and whose structural unit are L-lactic acid and D-lactic acid]-lactic 
acids, and these mixtures, and may be a copolymer with alpha-hydroxycarboxylic acid, 
or diol/dicarboxylic acid further. However, it is important that DL configuration of lactic- 
acid system resin is L body:D object = 100:0-90:10 or L body:D object =0:100-10:90. If it 
is out of range, the thermal resistance of components is hard to be obtained (page 3, 
[001 1]). As a polymerization method of lactic-acid system resin, any well-known 
approaches, such as a condensation polymerization method and a ring-opening- 
polymerization method, are employable, for example, a condensation polymerization 
method (page 11, [0012]). 

With regard to the limitations of claim 3, Takagi discloses that the most desirable 
thing as copolymerization is block copolymerization. It can consider as the polymer 
possessing transparency and shock resistance by making a polylactic acid segment into 
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an ABA block copolymer typically, if A, for example, a diol dicarboxylic acid segment, is 
set to B. In this case, as for the glass transition temperature (Tg) of the segment of B, it 
is desirable that it is 0°C or less, when discovering shock resistance (page 3, [0017]). 

With regard to the limitations of claims 1 , 4-6, and 8-14, Takagi does not disclose 
that that the polylactic acid resin composition comprises as aromatic urea compound 
represented by formula (1). 

With regard to the limitations of claims 1 , 4-6, and 8-14, Omura discloses that for 
improving the mold release and flow properties of an aromatic polyester polycarbonate, 
it is needed to add a specific urea compound according the claimed formula (1) to the 
aromatic polyester polycarbonate (abstract, Search results, pages 35-36, Answer 22 of 
30). 

Both references are analogous art because they are from the same field of 
endeavor concerning new molded articles being obtained from aromatic polyester 
compositions. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate the mold release agent lubricant such as 
xylynenebisurea compound according the claimed formula (1) as taught by Omura in 
Takagi's polylactic acid resin composition in order to improve the mold release and flow 
properties of aromatic polyesters (JP'047, abstract, Search results, pages 35-36, 
Answer 22 of 30), and thus to arrive at the subject matter of instant claim 1 and 
dependent claims 4-6 and 8-14. 
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With regard to the limitations of claim 7, the combined teaching of Takagi and 
Omura does not disclose the claimed properties of the polylactic acid resin composition. 
However, in view of substantially identical polylactic acid resin composition between 
Takagi, Omura and instant claims, it is the examiner position that Takagi and Omura's 
polylactic acid resin composition possesses these properties. Since the USPTO does 
not have equipment to do the analytical test, the burden is now shifted to the applicant 
to prove otherwise. In re Best 195 USPQ 430, (CCPA 1977). 

Even assuming that the claims are not anticipated by the reference, it would have 
been obvious to one of ordinary skill in the art to make the polylactic acid resin 
composition having the claimed properties because it appears that the reference 
generically embrace the claimed subject matter and the person of ordinary skill in the art 
would have expected all embodiments of the reference to work. Applicants have not 
demonstrated that the differences, if any, between the claimed subject matter and the 
subject matter of the prior art examples give rise to unexpected products. 

Furthermore, it is noted that with regard to the limitation of the instant claim 7, the 
rejections is made in the sense of In re Soada 911 F 2d 705, 709 15 USPQ 1655, 1658 
(Fed. Cir. 1 990), which settles that when the claimed compositions are not novel , they 
are not rendered patentable by recitation of properties, whether or not these properties 
are shown or suggested in prior art. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 
/David Wu/ 

Supervisory Patent Examiner, Art Unit 1796 



